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DETAILED ACTION 

Drawings 

The drawings are objected to as failing to comply with 37 CFR l.84(p)(4) 
because reference characters 102, 104, 105, and 136 in Figures 1-4 have been used to 
designate different parts with the same numbers. This may be due to discrepancy with 
part names used in the Brief Description. Corrected drawing sheets in compliance with 
37 CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 
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The use of the trademark BLACKBERRY has been noted in this application. It 
should be capitalized wherever it appears and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner that might adversely affect their validity as trademarks. 

Claim Objections 

A series of singular dependent claims is permissible in which a dependent claim 
refers to a preceding claim which, in turn, refers to another preceding claim. 

A claim that depends from a dependent claim should not be separated by any 
claim that does not also depend from said dependent claim. It should be kept in mind 
that a dependent claim may refer to any preceding independent claim. In general, 
applicant's sequence will not be changed. See MPEP § 608.01 (n). It is noted that 
dependent claim 19 depends from dependent claim 15 but is separated therefrom by 
claims 16-18. Claims 16-18 do not depend from dependent claim 15. Claim 21 
depends from dependent claim 14 but is separated therefrom by claims 15-20. Claims 
15-20 do not depend from claim 14. Multiple dependent claims 28, 29, and 30 depend 
from dependent claims 14, 15, and 21 but are separated therefrom by claims 16-18 and 
20. Claims 16-18 and 20 do not depend from claims 14, 15, or 21. Multiple dependent 
claim 31 depends from dependent claims 22-27 but is separated from them by claims 
28-30. Claims 28-30 do not depend from any of claims 22-27. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 . Claim 6 is rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for "discovering comprising automatically scanning 
the wireless network," does not reasonably provide enablement for "manually 
discovering one or more merchant devices." The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
use the invention commensurate in scope with these claims. The specification is not 
enabling for "manually discovering one or more merchant devices" because in the 
context of the disclosure of the method, how the one or more merchant devices would 
be manually discovered is not described is such a way that would enable a person of 
ordinary skill in the art to understand the way the manual discovery of the one or more 
merchant devices is accomplished within the context of using the method. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 3,4, 10, 19 and 21 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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Claim 3 recites the limitation "the Secure Transaction Protocol" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 4 recites the limitation "the paid-for services" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: the steps preceding the 
verification of the merchant device by the secure transaction server. By way of further 
explanation, it is assumed that the steps of claim 9 do not pass through the secure 
transaction server, it is therefore unclear exactly what steps are taking place to have the 
secure transaction server verify the merchant device before transmitting the purchase 
order to the consumer device. It is also assumed that the verification of the merchant 
device is the verification of the identity of the merchant described in claim 1 , however it 
is not clear that both the verification of the merchant device and the verification of the 
merchant are the same. The steps clarifying this relationship are missing throughout 
the dependent claims. 

Claim 19 recites the limitation "the directing of payment" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. It is also unclear to what 
"directing of payment" refers, i.e., whether it refers to the vector of travel of the payment, 
or merely the instruction to make payment. 

Claim 21 recites the limitation "the direction of payment" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. It is also unclear to what 
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"direction of payment" refers, i.e., whether it refers to the vector of travel of the payment, 
or merely the instruction to make payment. 

Claim 21 recites the limitation "the encrypted consumer token" in lines 23-24. 
There is insufficient antecedent basis for this limitation in the claim. It is assumed that 
this is intended to refer to the encrypted version of the token sent by the consumer to 
the merchant. 



Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

* 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-28 and 30 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Goldstein (US Pat.No. 6,957,334). 

Goldstein teaches all the limitations of claims 1-28 and 30. For example, 
Goldstein teaches a method for conducting a purchasing agreement for goods and 
services between a consumer and a merchant through a trusted a third party and using 
a wireless network. Goldstein further discloses: 

• generating by the consumer a first view of the agreement : transmitting the first 



view of the agreement to the third party, generating independently by the 
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merchant a second view of the agreement, transmitting the second view of the 
agreement to the third party, receiving by the third party comprising a Secure 
Transaction Server the consumer view of the agreement and the merchant view 
of the agreement, verifying identities of the merchant and the consumer and that 
the details of the independently generated views of the agreements are 
consistent (see at least abstract, column 2 line 46 - column 3 line 3, lines 45-58); 
taking action to execute the purchasing agreement if the conditions are satisfied 
(see at least column 8 lines 26-50) 

• purchasing agreement includes : ordering of and paying for goods or services, 
transaction comprises purchase of physical goods (see at least abstract. Please 
note: commercial transactions involve the ordering of and paying for goods or 
services) 

• conducting purchases using local wireless communication : between a consumer 
operated mobile device and a merchant operated device and a Secure 
transaction Server device comprising the trusted third party, and parts of the 
messages communicated between the devices and the secure transaction server 
are encrypted using the Secure Transaction Protocol (see at least column 2 line 
9- column 3 line 32, column 5 lines 17-41); discovering by the consumer device 
the merchant device via the network, connecting by the consumer device to the 
merchant device via the network, obtaining by the consumer a list of available 
merchants and contact information to be displayed on his device selecting from 
the consumers device the merchant for which a purchase transaction is desired 
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(see at least figs. 1-3, column 2 lines 9-18, 46-60; column 3 lines 45-50); selecting 
by the consumer using the consumer device the goods and services to be 
purchased, selecting one of the goods or services from a list of the goods and 
services of the merchant presented by the consumer device, providing inputs to 
the retail application through the consumer device to arrive at the intended list of 
purchased goods and services from the selected merchant through ordering or 
other physical means provided by the merchant including scanning, providing, by 
the merchant, the accumulated purchase price of the selected goods and 
services, sending by the consumer an explicit generate-purchase-order to the 
merchant, creating by the merchant a purchase order corresponding to the items 
selected by the consumer and sending the purchase order to the consumer (see 
at least fig. 1, column 2 lines 10-25; column 3 lines 40-50, column 5 lines 17-41, 
column 8 lines 45-51); obtaining a purchase order from the merchant containing 
the transaction details such as amount and authorizing by the consumer using 
the consumer device payment to the merchant for the goods and services 
through the secure transaction server, transmitting by the consumer device a 
request for a purchase order for items to be purchased to the merchant device, 
preparing by the merchant device a purchase order with information including 
pricing and transmitting the purchase order to the consumer device, upon 
receiving the purchase order by the consumer device, authorizing by the 
consumer device payment for the purchase order (see at least fig.1 , column 2 
lines 15-25); scanning the wireless network or manually discovering one or more 
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merchant devices and the consumer then selecting one of the merchant devices 
from a list of merchant devices presented by the consumer device, connecting 
the consumer device to the selected merchant device through the wireless local 
communication network, directing by the consumer the consumer device to 
establish wireless communication using the contact information of the selected 
merchant; and accessing by the consumer device the retail application of the 
merchant device (see at least figs. 1-3, column 2 lines 9-18, 46-60; column 3 lines 
33-58, column 5 lines 56-60, column 7 lines 15-24) 

• trusted third party returns a token : as receipt of payment that is presented by the 
consumer to the merchant to obtain the paid-for services at a later time, Secure 
Transaction Server causes a token to be sent to the consumer and the merchant 
as proof of payment and that can be presented when the service is activated or 
consumed, or goods received (see at least column 2 lines 52-60, column 4 lines 
5-8); sending by the consumer a request-token request to the merchant, 
generating by the merchant a token and sending to the consumer representing 
the unvalidated payment for service (see at least column 1 lines 36-45, column 2 
line 46-column 3 line 22, column 4 line 55 - column 5 line 11). 

• an encrypted version of the token : sent by the consumer as acknowledgement to 
the merchant, requesting by the merchant a token certificate from the STS using 
the encrypted consumer token, generating by the STS a token certificate and 
transmitting a copy to the merchant, and presenting by the consumer the token to 
the merchant upon consumption of the service (see at least column 2 line 23- 
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column 3 lines 3, 33-58; column 4 lines 13-37, column 6 lines 12-60); sending by 
the consumer a request-authorization-with-token request to the STS containing 
an encrypted version of the token, authorizing by the merchant the sale by 
sending a request-authorization-with-token to the STS including account 
selection (see at least column 2 line 23-column 3 lines 3, 33-58; column 4 lines 
13-37, column 6 lines 12-60) 
• verifying the merchant device : by the secure transaction server before the 
purchase order is transmitted to the consumer device, verifying the merchant 
device by the secure transaction server after the purchase order is transmitted to 
the consumer device (see at least abstract, column 2 line 46 - column 3 line 22); 
creating an STS version of the PO from the merchant PO (STS-PO) and 
transmitting by the STS the STS-PO to the merchant, the merchant transmits the 
STS-PO to the consumer device so that upon receipt of the STS-PO the 
consumer has positive verification that the merchant is a registered merchant 
(see at least column 2 line 46 - column 3 line 22, column 3 line 33-column 4 line 
37, column 7 line 36-column 8 line 51); issuing by the client a merchant 
verification transaction including the merchant information and merchant device 
identifier and sending the merchant verification transaction to the merchant 
device, forwarding by the merchant device to the STS the merchant information 
and the merchant device identity, verifying by the STS the merchant information 
and the merchant device identity with its records, returning by the STS a 
merchant verification response message to the merchant for forwarding to the 
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consumer, receiving by the consumer the message indicating whether the 
merchant is valid (see at least column 2 line 46 - column 3 line 22, column 3 line 
33-column 4 line 37, column 7 line 36-column 8 line 51). 

• indicating bv the consumer intent to proceed with payment : for the purchase 
order via a command entered into the consumer device (see at least column 2 
lines 9-42, column 3 lines 33-58); upon receiving the command and a positive 
result of merchant verification by the secure transaction server, the consumer 
device indicating the intent to authorize payment and transmitting the intent to the 
secure transaction server via the merchant (see at least column 2 lines 9-42, 
column 7 line 35 - column 8 line 4); and upon receiving a positive result of the 
verification by the secure transaction server, the merchant indicating the intent to 
authorize acceptance of payment and transmitting the consumer intent and the 
merchant intent to the secure transaction server (see at least abstract, column 2 
line 46 - column 3 line 22). 

• interacting bv the secure transaction server : with a payment service to cause the 
transfer of funds or commitment for transfer of funds from the consumer to the 
merchant to occur and upon completion of the transfer of funds, transmitting by 
the secure transaction server, a confirmation to the consumer and the merchant 
(see at least column 3 line 33 - column 4 line 12) 

• providing personal identification information : by the consumer to the consumer 
device and requesting by the consumer a preauthorization by identification 
information sending a request-transaction including account selection 
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(preauthorization) to the STS, combining the request and authorization and 
sending a request-authorization of the payment, by the merchant to the merchant 
device and issuing a request-authorization, sending a request-transaction to the 
STS, including account selection (see at least abstract, figs. 1,3; column 1 lines 
35-45, column 2 lines 9-42, column 5 line 56-column 6 line 11); responding by 
the STS positively to the consumer and the merchant if the identities and details 
of the request transaction are verified, including a listing of accounts to the 
consumer (see at least abstract, column 2 line 46 - column 3 line 3, column 5 
line 56-column 6 line 11, column 7 line 36-column 8 line 4); authorizing, by the 
consumer, the payment to the STS including account selection by an 
authorization message, authorizing, by the merchant, the sale to the STS 
including account selection by an authorization message, causing, by the STS, 
the payment from the consumer account to the merchant account if the parties 
and details of the payment transaction are verified, responding, by the STS, to 
the merchant and the consumer with the results of payment transaction (see at 
least column 2 lines 8-42, column 7 line 36-column 8 line 4). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US Pat.No. 6,957,334) in view of Official Notice (regarding merchant 
advertisement or directory service). 

Goldstein teaches all of the above as noted under the 102(e) rejection and 
teaches a) verifying consumer identity and authorization to perform transaction, b) 
verifying merchant identity and authority to perform transaction, c) consumer selecting 
merchant for contacting in order to pursue a transaction, and d) selecting merchants 
products or services for purchase, but does not disclose the consumer obtaining the 
merchant legal name and address from a merchant device advertisement or a directory 
service. The examiner takes the position that it is old and well known in the art for a 
consumer to obtain a merchant legal name and address from a merchant device 
advertisement or a directory service. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the system and method of 
Goldstein to disclose a consumer obtaining a merchant legal name and address from a 
merchant device advertisement or a directory service as taught by Official Notice, in 
order to allow the consumer to select a merchant and thereby facilitate the initiation of 
the commercial transaction disclosed by the system and method. 

5. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US Pat.No. 6,957,334) in view of Official Notice (art recognized 
equivalents). 
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Goldstein teaches all of the above as noted under the 102(e) rejection and 
teaches a) identifying products or services ordered through generation of purchase 
orders, b) transmission of purchase orders to a trusted third party authenticator, c) 
generation of tokens to indicate authorization of purchase, d) merchant using the token 
to verify the consumer purchase and making delivery of the purchased item, and e) 
encrypting the token for added security, but does not disclose converting by the 
consumer device the token to a barcode and displaying the token represented as a 
barcode on its display, scanning by the merchant device the barcode, converting the 
barcode to a token and then checking the token. It would have been obvious to one 
having ordinary skill in the art at the time of the invention to use either a token or a 
barcode interchangeably to identify a person, item, or an authorization, since the 
examiner takes Official Notice of the equivalence of a token and a barcode for their use 
in the art of identifying a person, item, or authorization, and the selection of any or all of 
the known equivalents to a token or barcode would be within the level of ordinary skill in 
the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam Levine whose telephone number is 571.272.8122. 
The examiner can normally be reached on M-F, 8:30-5:00 Eastern. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on 571 .272.6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Adam Levine 

Patent Examiner r\ 
September 19, 2006 / JKj 




